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The decree n°2020-225[1], taken for the application of the ordinance n°2020-116 which creates a right of opposition
to French patents[2], was published in the Of cial Journal on March 6, 2020.
On the same day, an order was issued by the French gouvernement setting the fee to be paid to the National Institute of
Industrial Property (« INPI ») for opposition to a French patent at 600 euros[3].
In particular, the decree lays down : the procedures for ling an opposition (in particular the conditions for ling an
application with the INPI, the conditions for representing persons who may le an opposition, as well as the conditions
for the admissibility of an opposition), the procedures for handling the opposition (in particular the stages of the
examination phase by the INPI and the conditions for suspending the proceedings) and the conditions for the
amendment of a patent by its owner in response to an opposition.
This "French opposition", in preparation for many months, has already been the subject of several ashes to which we
refer[4].
The main changes to the text submitted for public consultation[5] are as follows:
1. Concerning the INPI's opinion on instruction[6]:
- The time limit granted to the INPI to draw up this opinion has been extended: it is no longer 2 months
but 3 months (following the expiry of the time limit granted by the INPI to the holder to present its
observations on the opposition).
- The draft decree submitted for consultation provided that this opinion "details the institute's analysis".
This reference to a detailed analysis has disappeared from the published text. The opinion is now simply
"drafted on the basis of the information provided by the parties". In practice, this will give the INPI the
possibility of issuing very summary opinions, simply stating the reasons of the parties without beginning an
analysis, similar to what could be done in the past by the EPO Boards of Appeal (a practice which now
appears to have been clearly abandoned with the new rules of procedure of the Boards of Appeal of
2020[7]).

2. With regard to the admissibility of late submissions, the Decree still provides that "the basis and scope of the
opposition may not be extended after the expiry of the [9month] time limit for lodging an opposition"[8]. However, a
provision has been added according to which the Director General of the INPI may base his decision on facts or
documents produced after the expiry of the time limits for opposition and investigation, i.e. up to the day of the
oral debate[9]. Nevertheless, such late elements will only be admissible "provided that the parties have been able
to debate them adversely", which should in practice limit the admission of late elements, especially those
presented only just before or during the oral debate.
3. The possibility for the Director General of the INPI to reject the opposition implicitly, unanimously criticized by
the practitioners during the public consultation[10], was maintained in the ordinance[11] but the decree extends
the time limit at the end of which "silence is tantamount to rejection" known as the "SVR time limit" - from 3 to 4
months[12]. It is to be hoped that the extension of this period will allow the INPI to grant its own wish never to let
this period expire without a reasoned decision...
4. The conditions for suspending the examination phase or the SVR time limit in the event of the launch of an
action claiming ownership of the opposing patent have been relaxed: this suspension may be requested by "any
person", i.e. in particular by the straw man opponent, if any, and no longer only by the person who led the action
at stake[13];
5. On the other hand, only the opponent who "has a legitimate interest in obtaining an opposition decision" can
obtain continuation of the opposition proceedings when the effects of the patent have ceased. In practice, this
condition will therefore prevent straw man opponents from obtaining continuation of the proceedings[14];
6. If the opposition proceedings have been suspended due to the existence of parallel claim for ownership or
invalidity proceedings, they could be resumed at the request of a party when the decision on the claim for
ownership or invalidity has "become nal" (« passée en force de chose jugée » in French). This new wording[15]
designates, pursuant to Article 500 of the Code of Civil Procedure, "the judgment which is not subject to any
appeal suspending enforcement". The opposition proceedings may therefore resume when an appeal in cassation
against the judgment ruling on the claim for ownership or the nullity is pending.
7. As it had been announced,[16] and in the face of abundant criticism during the consultation phase[17], draft
article R. 6151 A was nally abandoned. In essence, this provision would have conferred the authority of res
judicata on the decision (to reject or maintain the patent in a modi ed form) of the Director General of the INPI
ruling on the opposition when it was no longer subject to appeal. In the absence of a dedicated provision, some
may be tempted to invoke the general principle of res judicata of Article 1355 of the Code of Civil Procedure.
Nevertheless, it should be recalled that the French courts refuse to confer the authority of res judicata to the
decisions of the EPO ruling on oppositions[18]. Logically, this should also be the case for decisions of the INPI.
However, one may wonder what will happen to the decisions of the Paris Court of Appeal ruling on opposition

appeals: will they have the force of res judicata and/or will they impose an "estoppel" on the parties during a
nullity action concerning the same patent?
8. Finally, a provision has crept into the decree concerning the request for renunciation or limitation: Article R.
61345 now provides that such a request may be made by the patentee at any time, even when the effects of the
patent have ceased.

Like the Ordinance, this decree applies to patents whose mention of grant will be published in the Of cial Bulletin of
Industrial Property as of April 1st, 2020[19]. However, the INPI has not yet published the form to be lled in to request
opposition. The INPI is also in the process of drawing up opposition guidelines. At the end of January[20], the INPI
indicated that a rst version of these guidelines should be available at the beginning of April and will be then
supplemented by updates to be announced on the INPI website.
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