
Under what conditions can a party to an IP infringement action, who bene�ts from a favorable court decision,
communicate about this decision?

In a previous �ash[1] and a more complete study on this issue[2], we commented on a decision of the Court
of Appeal of Paris of March 3, 2020, which was particularly lenient towards a patent holder (JCB), which had
published a press release stating that a preliminary injunction had been issued against one of its competitors
(Manitou). The press release was not without a certain degree of virulence[3] and had been published on the
eve of an international trade fair. The Court of Appeal nevertheless ruled that the manifest illegality of the
disturbance that this press release had caused was not suf�ciently characterised.

On 7 July 2021, the Court of Cassation dismissed the appeal lodged by Manitou against this appeal
judgment in the following terms:

« 5. Having, by a sovereign assessment of the facts submitted to it, held that the title and content of the press
release merely informed Internet users, in non-excessive terms, of the existence of a court decision handed
down in favour of JCB a few days previously and which had issued a prohibition order against Manitou, the
judgment noted that the press release expressly recalled the provisional nature of the decision handed down,
and indicated the number of the patent concerned as well as the system speci�cally targeted by the
prohibition. The judgment then held that, since the decision was public, it could be advertised, even though
both the prohibition measure and the decision issuing it were "provisional". It also held that the disputed press
release was not misleading in any way, as the mention of the appeal procedures and the judge who handed
down the decision did not have to be speci�ed once the provisional nature of the decision was indicated.
Lastly, it held that the failure to refer to the rejection of the applications concerning the second patent was
immaterial since the latter was not mentioned in the notice.

6. In this state, the Court of Appeal (...) was able to deduce that, despite the date on which the press release
was published, a few days before a trade fair for professionals in the sector, which showed a deliberately
offensive commercial strategy on the part of JCB, the manifestly unlawful nature of the alleged disturbance was
not suf�ciently established[4].

In so doing, the Supreme Court con�rms that it is possible to communicate on a decision rendered even
though :

- the dispute has not been decided at least once on the merits, 
- the content of the press release is deliberately simplistic, 
- the date of the press release is particularly offensive; and 
- the press release does not explicitly mention the remedies available and their time limits[5].

 

In line with a particularly lenient jurisprudence for right holders[6], this validation by the Court of Cassation will
undoubtedly encourage right holders to communicate as soon as the �rst favourable decision is obtained,
even if it is provisional, or even to try to obtain as quickly as possible a decision settling at least part of the
dispute, with the sole aim of communicating on it, even if it means "dragging out" the remainder of the
procedure.

As identi�ed in our previous articles, this could even lead rights holders to use the threat of communication
around a court decision (even a provisional one) as a negotiating lever.

However, the leeway left to rights holders is not without limits. As the Supreme Court points out, it remains
important, in particular, in order to escape the quali�cation of manifestly unlawful disturbance:

- to recall the provisional nature of the decision if this is the case, 
- to identify precisely the IP right in question (patent number, trademark number, etc.), 
- in the case of patents: to identify precisely the allegedly infringing product/process covered by the
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prohibition, and 
- not to add to the decision element(s) "which increase(s) the impact of the publicity given to the judgment

beyond the limits resulting from its terms" (for example, by designating the condemned party by the
trademark of its products when the latter is not mentioned in the judgment). Indeed, it will be recalled
that an addition of this type was considered to constitute unfair competition in the Newmat v Normalu

case[7].
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