
P R O P R I É T É  I N T E L L E C T U E L L E

Two decisions of 7 December 2021[1] in the same case (i) con�rm the jurisdiction of the Paris Court of First
Instance to hear claims relating to the determination of a FRAND rate at the global level and (ii) recognise
ETSI's standing to defend in this type of dispute. The case opposes Xiaomi against Philips and ETSI.

In a case previously commented on[2], the Pre-Trial Judge of the Paris Court of First Instance ("Paris Court")
recognised his jurisdiction to hear the claims brought by TCL and TCT against companies of the Philips group
and ETSI[3] in a global dispute relating to so-called "FRAND" licences. TCL and TCT, which were involved in
infringement proceedings brought by Philips in other countries, asked the Paris Court to set a FRAND royalty
rate on a portfolio of Philips patents declared essential to ETSI. Jurisdiction was retained on the basis of
Article 8(1) of the Brussels I bis Regulation, the Paris Court of First Instance being the forum of one of the
defendants, in this case ETSI. An appeal was lodged against the order by TCT and TCL, but the parties
having �nally reached a settlement, the Court of Appeal did not hear the case.

The case which gave rise to the decisions discussed here[4] pits companies of the Xiaomi group ("Xiaomi")
against companies of the Philips group ("Philips") and ETSI.

By writ of summons dated November 30, 2020, Xiaomi asked the Paris Court of First Instance, inter alia, to (i)
con�rm the existence of a FRAND license for its bene�t on the patents declared by Philips to ETSI as
essential to the LTE and UMTS standards and (ii) enjoin Philips to comply with its obligations towards ETSI
and to propose a FRAND license rate to Xiaomi or, in the alternative (iii) set the FRAND license rate itself.

In the summons, Xiaomi also made a number of claims against ETSI, including that ETSI should require
Philips to ful�l its obligations under the ETSI Rules of Procedure.  

In April, Philips argued that the Paris Court of First Instance lacked jurisdiction, arguing in substance that only
claims against ETSI would justify the jurisdiction of the Paris Court of First Instance and that no claim had
actually been brought against ETSI.

For its part, ETSI raised an objection based on its alleged lack of standing to defend. This objection was
referred by the Pre-Trial Judge to the Paris Court of First Instance[5].

In the motion raised by Philips, the Pre-Trial Judge, by order of 7 December 2021[6] , recognised the
jurisdiction of the Paris Court of First Instance to hear Xiaomi's claims, thus con�rming the position taken in
2020 in the TCL case (1).

In a judgment of the same day[7], the Paris Court of First Instance also dismissed the objection raised by
ETSI on the grounds of alleged lack of standing to defend (2).

These decisions, both of which remain subject to appeal, con�rm that Parisian First instance judges consider
themselves competent and therefore ready to play a leading role in essential patent cases with a global
dimension (3).

1) The jurisdiction of the Paris Court of First instance 
 

The internal jurisdiction of the Paris Court of First instance

The Pre-Trial Judge �rst recognised the internal jurisdiction of the Paris Court of First Instance, in accordance
with the case law of the French Supreme Court (“cour de cassation”)[8], according to which this jurisdiction
is established when the examination of the existence or non-existence of a patent right is necessary for the
solution of the dispute. The Pre-Trial Judge considers that the criterion is ful�lled since the issue is the
determination of a FRAND rate for a licence of essential patents.

The international jurisdiction of the Paris Court of First instance

The Pre-Trial Judge then recognises the international jurisdiction of the Paris Court of First instance.
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The judge begins by recalling the case law of the Court of Justice of the European Union[9]:

- which interprets the provisions of the abovementioned Article 8(1) autonomously[10] and thus without
reference to the rules of domestic law organising international jurisdiction, 
 
- which requires that the claims against the defendants be so closely related that it is expedient to hear
and determine them together in order to avoid solutions which might be irreconcilable if the cases were
heard separately[11], 
 
- which, in examining this connection, requires veri�cation of the existence of a link of connection such
that it is in the interest of the parties to make them heard together in order to avoid solutions which
might be irreconcilable if the cases were heard separately[12], and 
 
- which, still for the purpose of examining this link, even hypothetically, does not consider the
difference in legal basis, as long as it was foreseeable that the defendants would be sued before the
court of the forum of one of them[13].

 

The Pre-Trial Judge also emphasises:

- it is not necessary to verify whether the claim on which the jurisdiction of the court seized is based
was made solely for the purpose of removing one of the defendants from the courts of his domicile[14],
and 
 
- that the only limitation is the existence of collusion between the plaintiff and the said codefendant
with a view to creating or maintaining, in an arti�cial manner, the conditions for the application of the
provisions of Article 8(1) mentioned above at the date of the commencement of the action against the
defendants[15].

 

In this case, the Pre-Trial Judge considered that:

- the identity of the factual and legal situation is established, the claims against ETSI and Philips being
all originated in the application of ETSI's rules on intellectual property, to which Philips and ETSI are
subject pursuant to their obligations under French law, namely the ETSI association contract and the
mechanism of stipulation for third parties by which Philips obliged itself to grant the licence; 
 
- the risk of irreconcilable decisions is established since, if the claims were heard separately, a French
court could decide that ETSI should contribute to the conclusion of a FRAND licence while a foreign
court could decide that Philips had indeed respected its commitments and already offered a FRAND
licence; 
 
- no collusion between Xiaomi and ETSI is alleged and the claims made are not arti�cial as ETSI has
legal means to ensure compliance by its members with their intellectual property obligations ; 
 
- no court has previously been asked to set a FRAND royalty rate.

 

He concluded that the claims against ETSI and Philips are so closely related that they should be heard
together and that the Paris Court of First Instance has jurisdiction to hear them.

2) ETSI's standing to defend 
 

In the motion brought by ETSI seeking a declaration that Xiaomi's claims against it were inadmissible on the
ground of an alleged lack of standing of ETSI, the Court of First Instance held that the arguments raised by
ETSI related, in reality, more to the merits of Xiaomi's claims than to a lack of standing of ETSI.

However, it is settled case law that the admissibility of an action is not conditional on proof of its merits[16].

3) Paris at the center of the map 
 

The negotiation of FRAND licences always follows the same pattern involving ETSI, the holder(s) of the
essential patent(s) and the company(ies) operating the standard.

With these decisions of 7 December 2021, the judges of the Paris Court of First Instance con�rm their
position that, once a patentee chooses to declare its essential patent to ETSI, making claims against ETSI
allows the dispute to be submitted to the French courts, for such claims against ETSI as well as for those



against the patentee.

The judges of the Paris Court of First instance thus con�rm that they are ready to play a leading role in
essential patent cases with a global dimension. These decisions on the jurisdiction of the Paris Court of First
Instance and the standing of ETSI to defend are indeed an important �rst step if the Paris courts are ever to
provide the much-needed clarity on the issue of determining a FRAND rate.

It remains to be seen whether the Court of Appeal, if seized, will follow them.

If this is the case, it can be said that Paris - which will be the seat of the central division of the court of �rst
instance of the future Uni�ed Patent Court[17] and the seat where telecommunication cases brought before
the central division will be heard[18] - fully assumes its place at the center of the FRAND litigation map.   
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